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REMARKS: 

Kp] especti mest reconsiders of presi cation \ i 

:J l V! < K V Cm CO 

I. States of the Claims 

Claims -26 were < el led ) evioush Claims 30 and 42 are cancelled in thi response 
f i t ? i idfce 1 es mow \ c\ei i pew i i i ef j j t 

any cancelled claim in one or more continuing application. 

1 i i e the re suti o. and v, hh exenmlan 

support in the original specification, at page 3, lines 18-21 ; at page 5, lines 21-23; at page 8, line 31; 
and at page 1 1, lines 10-12. Claims 36-38, 40-41 and 43-44 have been amended for greater clarity 
and claim 55 has been added accordingly, 

B er is if ed, App espectt e c this 

amendment, Upon entry, claims 27-29, 31-41 and 43-55 will be pending, with claims 31, 5Q 5 52 and 
: 54 withdrawn from examination. 

■ W* I.HforiBatloa Disclosure Statement (IDS) 

The examiner asserts that the IDS filed on March 21, 2006 fails to comply with the 
requirements set forth in 37 C.F.R. 1 .98(a)(2). The PTO/SB/08 form accompanying the previously 
filed IDS is resubmitted herewith, along with the required copies of the cited references. 
Uxxmlitw \j its respectful) t Exa ^r , side 1 e If »s d ii j md re i t the 
FTC/ SB/08 form in the next action, 

HI. Claim ObjecaoBs 

Claims 38 and 43 are subject to objection due to a grammatical error. The claims have been 
revised to correct the error, and so the basis of the objection, is obviated. 
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IV. Rejection o f i alms muter 55 ( ,S,C sfl JIL secon d paragraph 

Claims 36, 37, 40, 41,42. and 44 are rejected for alleged indefiniteness. More specifically, 
the examiner asserts that claims 36, 37, 40, 4 i and 44 recite overlapping ranges and that claim 42 is 
unclear as to "desired" values. 

These c ai 1 t ec - de vht ppi pria recitx s c 
Consequent 1 esp nt >re ed t is are t > i p 1 

Without acquiescing to the stated basis of the rejection, claim 42 is cancelled thereby 
mooting the rejection, 

V- Rejection of Claims under 35 U.S.C. 8102(b) 

{ laims 27, 29, 30, 35-35, 38-41, and 44 * a \ rejecte< f< jj t i ed anbt ipa ion b) I S Paten 
\e ^ -V) >!(>! «m , \-! ( li'Cin , M,MVi I \ S sCrschV aa 'll 

The claimed invention relates to a process of large-scale production of ia.ctobion.ic acid. See 
specification, page 3, lines 19-2J ; page 5, lines 21-23. Specifically, the claimed invention entails a 
process of producing lactobionic acid in a dairy product. The process is, carried out with the pH 
maintained, b> iddit n ol weak base, >et.v en bO and 9.0 nd achie\ s an increased yield and a 
reduced reaction time in an enzymatic conversion of lactose to lactobionic acid. 

\s to this process, v* 5 bt< cid as the nd t tin's teachin are 

i WU l^C > s v. v. <. ^ !c ! \ 1 

jy fermentati > or S strains Ulim >es not meet the 

claims recitations, e.g., for "producing lactobionic acid," whereby "an increased yield" and "a 
decreased react >n dim t conve g ose to actob mi ; dare hie d and rr the 
maintenance of pH u Ohm a prescribed range during n process. 

For the examiner, Ulhnanrd s mention of including a lactose oxidase means that "lactose 
oxidase i yz&i . * 1 s;on ictosc o iactobioni ci in the pri art pi ess id 
product ... is lactobionic acid." Office Action at page 8, lines 3-5. Even were the examiner's 
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interpre adon taken at face value, however, 1 TUmaa still would not have conveyed to the skilled 
i t. s 1 ik »n >( i •> i/ v. o^ o . me v Up 

This is so because Ullmann nowhere mentions how or even whether to obtain lactogenic 
acid as a conversion product. Instead, UUmann aims at eliminating die solids in die dairy waste by 
its diselos _ , < iave disappeared a $ 

oolu ' Iuin is „ > t. , me. nod i i t xforu w\ 

skid in the art to "produce lactogenic acid,' 1 as prescribed by the present claims, Ullmann is silent, 

co rversion 

'i oe t n r \sm\mtva k icet vie ml the 

examiner also contends that Ullmann meets the claim recitation of "maintaining pfT during the 
process. App m ' s 

The examiner improperly invoked the "inherency" doctrine to substantiate the rejection. 
Aeeordii g to Pie ex and as pi the pmubnt of! I nans s pro*, ss > hu 'hionic ac"d simply because 

actose vide.se , jroc el in ids in tht Example 3 

s vs bt v tot pb 6 

md pH 7, { na e e nberent! es int e H c acid products 

m i en dl condition. 

litis rationale is flawed in several aspects, however. First, t Ulimanrbs disclosure of 
eliminating solids in the dairy waste there is no suggestion, not to mention a teaching, thai would 

in nj i m im , i.d.i,T:,,d. OmnP f ■> m i e 1 mtm po Um with 
an tt <> , ^ s i v v c i s c i I \ i i t. t. h u 

indicated, necessarily or otherwise, an improved level of lactose conversion and, hence, at increased 

Hi i 1 c nstrates that, when t t time wit 

the hit- ^ ^ " -> ,,v 

and higher percentage of sugar were eliminated from the dairy waste, resulting in less solid in the 
waste, i.e., the solid is reduced from 3.3 g/100 ml to 1.5 g/100 ml 
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Thus, UiSmann's "maintenance" of pH is m a context wholly irrelevant to that of the claimed 
invention, namely, the context of producing lactobionic acid. Accordingly, the examiner can only 
j i v e t mb tract c i elements fr< e prior art, < c < d then 
reassembling them with the aid of impermissible hindsight. 

Because the rs ction is b its 

VI. Reiectloa of C laims under 35 U.S.C. 8103(a) 

A- UMsnanss and Lyngle v 

Claims 2"\ 29, 30, 33-44, 4Sj, and 4V are rejected obvious ove; 1'Hn.ann and t S puhhshed 

l'th.1 1 i H t ^ C Ut O \ < I t h < ^ V V V vA, o 

Ullmann is discussed above. The examiner cites bynglev for the alleged teaching of a 
carbohydrate oxidase from Mkrododuum and for the added amount of that enzyme. See Office 
Actioi page • • : • r s v 1 n eacht tmentofa 

cam -u 1 ^ i eism \ i \ fi as \ tocUec n i is r> that ijoo- 

also known th e i n !act< tie acid could use the enzj cited in the 

cl lims" (id a page 13, lines 6-10). rherefbre, "[o]ne of ordinar> skill hi the art would have been 
motivated to combine these methods because Lyngiev is directed to the improvement of the process 
of diary products by the conversion of lactose to lactobionic acid and Ullmann teaches that the 

xture" (id. , line (M3) 

As demonstrated above, however, Ullmann is irrelevant to "treatment of a dairy substrate" or 
"a method tor the production of lactobionic acidf the examiner's contrary contention 

\ s ( o ! < t es ^ l! ivic ^ m - 1 i l\i lo 

directed to producing a iennenied dairy product wkb impro\ ed organoleptic properties, such as less 

siis v v m f Oi t. 

to < d\\ <> v. % > e ! ) i v i, 1 o n <_ i > n 

organoleptic p; >peniet of a dad pi iduct (Lynglev) fan guidance on po 1 cms lactobionic acid. 
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sec rodh i 1 .1 ann neieh disci' >ses neutruli/i <j the ucxhe thars v tsn lefvre Mich na 
fermentation, thereby to eliminate the solids (sec column 4, lines 61-68). This leaching in no way 
supports the exam ei s i *s ) 1 r e lat the oxidation c en! 1 

t t 1 - i s r he react io ijxture 

Accordingly, the examiner's articulated motivation to combine the references lacks factual 
Support in the art. 

Tmrdh ese-.. -.w. t \ ^ . n - - . . s U u< mm' m 

evpnem a > •> t 1 enema t d uv k-, ^ \v mrost! » k 

alone a reaching, of an impact m that regard of controlling pH. 

The Examiner goes on to assert than "since liihnann teaches the maintenance of pH under 
i *s t i r h t! w s Cv a v i ^ \\ _t ^ swtu x 

erfon t een aehiev course of routine i 1 lines 

16 <u s <Vg i t .e . v c ! r. is ^ s ^ \v ^ i a. \ L o !P ^ , t , er j c>ir - , , p, xp c 
Section 103 analysis of Applicants' claimed invention. In particular, "routine experimentation" has 
no meaning outside she context of a specific process under consideration (here, lactobionic acid 
production) 

t 'In tnn f h i 's p d n ^ss v s u i 1 tn < t nm 

waste but th % is irrelevant to a process of producing lactobionic acid under certain oxygen 
conditions, in the absence of any connection between these two unrelated processes, one of ordinary 
skill would have no reason to pursue lactobionic acid production in view of the prior-art teachings. 

ere had bee rot sot d corn! > re c< rcover, th 

person of ordinary skill would not have been led thereby to the presently claimed invention. This is 
-.>0ceauNC »s 

product. So informed, one of ordinary skid could not have suspected that an increased yield in 
enzyraati a. ..so- lactose a actoh nic acid c old be e :d >y i cubating he a -a 
substrate carbon 1 s e 1 I eond 
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It is apparent, therefore, that the examiner can oiuv substantiate this rejection b\ know ing 
a kU*t c Jan i s et \' on > t <. e\ ^ - u n ) u v v •> vc 

i ' it the un? i <e\ kc> ! e i 'kmhu i'n . i A . t i 
enzymatic conversion." Accordingly, Applicants respectfully request withdrawal of the rejection. 

B. Ullmaan, Lyngiev and Kioka 

Claims 27-29, 30. 32-44, 48, and 49 stand rejected tor asserted obviousness overUllmann in 
\ten ofl.yi gkn end WO t 1 osopmg to keha \\ v e. its respeettuils traverse the rejcchon 

The teachings 1 inn and Lynglei ire< mussed; - >k;is d for the alleged 
teaching of purification of iactobkmic acid and maintaining the pH with CaOfP. Office Action, page 
14, 2 nd full paragraph. 

line evnm sei ; ate > s kc maee and I * nsfes te np 
production of jactobioni ica ones' idd have recognized that the p » ed acid could n seen 
separated and used in a different process" (Office Action, page 15, Sines 4-6). Contrary to the 
examn nn ? er, neither een i t dairy waste noi 

! ^£ne j; e< n v i 1 u< e\ n i 1 , . f > > ■> , a nsai 

improved method for the production of iactobkmic acid. 

Koka also does not disclose purifying the lactobioriic acid, as claim 28 prescribes. Rather. 
kcAa i ^ i toh i ic 

acid can be in a purified form, from an extraneous source or, alternatively, can be produced in situ in 
K v. t\ j l v \ ! s -\ V v to \w of 

^ > i dairy produc t to purification of lactobionic acid 

( i rfev and I 

Claims v 5 d 3 c e t <. i view s p le\ and Rai u ' 

A c s. ' - > 1 ~- v U t v p v > * esse < e i 
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The teachings of Ulimann and I.yngiev are discussed above. Rand is cited for the alleged 
teaching of addition of a catalase and hydrogen peroxide to provide oxygen to the enzymatic 
cerve*stou Ke-pd _ or f e ^ . t - 1 , i > > ia ^ v o> we >. t 

foreg r<g a agr; • s discuss 

^> IJaexgegted Results 

The patentability of the claimed invention is substantiated, too, because it achieves results 
that the sTiled crm- m noTo i.a\o considered vxholh unexpected, p.'^en the onot art o^Kconi As 
described in Example 5. when different bases were used an the conversion of lactose to iaetobionk 
l t t 1 complete the c ip is shorter th 

over 6 hours required for a strong base. There was no principle or empirical result known to the art 
that would ha presaged ti s effect oi weal >asis pursuant » the eiaime i\ 

VII. j ng Rejection 

Claims 27-30, 32-49, 51, and 53 are rejected over claims 1-15 of co-pending, commonly 
owned application serial No. 11/621,839, in- view of tllhrvann and Lynglev. Because the refection Is 
provisional, however, Applicants choose to defer any action until the chums arc otherwise allowable. 
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CONCLUSION 

A;*'* A s tku ■> ^ ai>fhci!! t ;s >r „vna::u«r. l ' a s ^ <n J \ r >» ' 
n earl> dicati o Shis effect. Examiner Ma > tec cotnac cn 1 i 

should he feel that any issue warrants, farther consideration. 



Respectfully submitted, 



ite inc. 2 2 Li 



telephone 
Fac>::n;ie 



Stephen A Bent 
Attorney for Applicant 



The Commissioner is hereh.v asttHoritfctJ r« charge any additional fees, which may bo required smsier 5* C'.F.R. 
§| i.tc-rt.i", ;sntS credit an } overpsysm-ni to Oep G .;j; \ceoom \Y>. ty-0"Ml, Si^duk! i;,> proper payment accttnper.y Shis 
response, {{sen the ComraisMowr is authorized to charge she onpaid atnonsis ;o the same dsps/sit sccomm. if any 

r * < v i - << car.ts hereby p n r sec e r ( « 

37 C.F.R. §1.136. and 3»ti»en«rs parent of the relevaju ifeisS irova ths drp'sir; aeei>is!it. 



